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Chapter 700: Examination of Applications 

 

701    Statutory Authority for Examination 

702    Requisites of the Application 

704    Search and Requirements for Information 

 704.10   Requirements for Information 

 704.11   What Information May Be Required   

  704.11(b)   When May a Requirement for Information Be Made 

 704.12   Replies to a Requirement for Information 

  704.12(a)   Relationship of Requirement for Information to Duty of Disclosure 

  704.12(b)   What Constitutes a Complete Reply 

  704.12(c)   Treatment of an Incomplete Reply 

 704.13   Time Periods for Reply 

 704.14   Making a Requirement for Information 

  704.14(a)   Format of the Requirement 

  704.14(c)   Petitions to Requirements Under 37 CFR 1.105 

705    Patentability Reports 

706    Rejection of Claims 

 706.01   Contrasted With Objections 

 706.03   Rejections Not Based on Prior Art 

  706.03(a)   Rejections Under 35 U.S.C. 101 

  706.03(b)   Barred by Atomic Energy Act 

  706.03(c)   Rejections Under 35 U.S.C. 112(a) or pre-AIA 35 U.S.C. 112, First  

  Paragraph 

  706.03(d)   Rejections Under 35 U.S.C. 112(b) or pre-AIA 35 U.S.C. 112, Second 

  Paragraph 

  706.03(k)   Duplicate Claims 
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  706.03(o)   New Matter 

  706.03(u)   Disclaimer 

  706.03(v)   After Interference or Former Public Use Proceeding 

  706.03(w)   Res Judicata 

  706.03(x)   Reissue 

 706.07   Final Rejection 

  706.07(a)   Final Rejection, When Proper on Second Action 

  706.07(b)   Final Rejection, When Proper on First Action 

  706.07(c)   Final Rejection, Premature 

  706.07(d)   Final Rejection, Withdrawal of, Premature 

  706.07(e)   Withdrawal of Final Rejection, General 

  706.07(f)   Time for Reply to Final Rejection 

  706.07(h)   Request for Continued Examination (RCE) Practice 

708    Order of Examination 

 708.01   List of Special Cases 

 708.02   Petition To Make Special 

  708.02(a)   Accelerated Examination 

  708.02(b)   Prioritized Examination 

  708.02(c)   Patent Prosecution Highway Program 

709   Suspension of action 

710   Period for Reply 

 710.02 Shortened Statutory Period and Time Limit Actions Computed 

  710.02(b) Shortened Statutory Period: Situations in Which Used 

  710.02(d) Difference Between Shortened Statutory Periods for Reply and   

  Specified Time Limits 

  710.02(e) Extension of Time 

 710.06 Situations When Reply Period Is Reset or Restarted 
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711 Abandonment of Patent Application 

713    Interviews 

 713.01   General Policy, How Conducted 

 713.02   Interviews Prior to First Official Action 

 713.03   Interview for “Sounding Out” Examiner Not Permitted   

 713.04   Substance of Interview Must Be Made of Record 

 713.05   Interviews Prohibited or Granted, Special Situations 

 713.08   Demonstration, Exhibits, Models 

 713.09   Finally Rejected Application   

 713.10   Interview Preceding Filing Amendment Under 37 CFR 1.312   

714    Amendments, Applicant’s Action 

 714.01   Signatures to Amendments 

  714.01(a)   Unsigned or Improperly Signed Amendment 

  714.01(c)   Signed by Attorney or Agent Not of Record 

  714.01(d)   Amendment Signed by Applicant but Not by Attorney or Agent of  

  Record 

  714.01(e)   Amendments Before First Office Action 

 714.02   Must Be Fully Responsive 

 714.03   Amendments Not Fully Responsive, Action To Be Taken 

  714.03(a)   Supplemental Amendment 

 714.04   Claims Presented in Amendment With No Attempt To Point Out Patentable 

 Novelty 

 714.10   Claims Added in Excess of Claims Previously Paid For 

 714.12   Amendments and Other Replies After Final Rejection or Action 

 714.13   Amendments and Other Replies After Final  Rejection or Action, Procedure 

 Followed 
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 714.14   Amendments After Allowance of All Claims 

 714.15   Amendment Received in Technology Center After Mailing of Notice of 

 Allowance 

 714.16   Amendment After Notice of Allowance, 37 CFR 1.312 

  714.16(e)   Amendments Under 37 CFR 1.312, Entry in Part 

 714.17   Amendment Filed After the Period for Reply Has Expired 

 714.19   List of Amendments, Entry Denied 

 714.20   List of Amendments Entered in Part 

 714.21   Amendments Inadvertently Entered, No Legal Effect 

 714.25   Discourtesy of Applicant or Attorney 

724    Trade Secret, Proprietary, and Protective Order Materials 

 724.06   Handling of Petitions To Expunge Information or Copy of Papers in Application 

 File 

 

 


