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Chapter 2200:  Citation of Prior Art and Ex Parte 

Reexamination of Patents 

 

2201 Introduction 

2202 Citation of Prior Art and Written Statements 

2203 Persons Who May Cite Prior Art or Written Statements 

2204 Time for Filing Prior Art or Section 301 Written Statements 

2205 Content of Prior Art or Section 301 Written Statements 

2206 Handling of Prior Art or Section 301 Written Statements 

 I.   SUBMISSION QUALIFIES FOR ENTRY UNDER 37 CFR 1.501  

  A.   Submission by Third Party  

   1.   Prior to Order in Any Pending Reexamination Proceeding 

   2.   After the Order in Any Pending Reexamination Proceeding 

  B.   Submission Filed by Patent Owner 

 II.   SUBMISSION DOES NOT QUALIFY FOR ENTRY UNDER 37 CFR 1.501  

     A. Submission by Third Party  

   1.   Service of Copy Included 

   2.   Service of Copy Not Included; Identity of Third Party Sender Known 

   3.   Service of Copy Not Included; Identity of Third Party Sender Not  

   Known 

  B.   Citation Filed by the Patent Owner 

2207 Entry of Court Decision in Patent File 

2208 Service of Prior Art or Section 301 Written Statements on Patent Owner 

2209 Ex Parte Reexamination 

2210 Request for Ex Parte Reexamination 

2211 Time for Requesting Ex Parte Reexamination 
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2212 Persons Who May File a Request for Ex Parte Reexamination  

2212.01 Inquiries from Persons Other Than the Patent Owner 

2213 Representative of Requester 

2214 Content of Request for Ex Parte Reexamination 

2215 Fee for Requesting Ex Parte Reexamination 

2216 Substantial New Question of Patentability 

2217 Statement in the Request Applying Prior Art 

 I.   EXPLANATION MUST BE COMPLETE 

 II.   AFFIDAVITS/DECLARATIONS/OTHER WRITTEN EVIDENCE 

 III.   ADMISSIONS 

2218 Copies of Prior Art 

2219 Copy of Printed Patent 

2220 Certificate of Service 

2221 Amendments Included in Request Filed under 35 U.S.C. 302 by Patent Owner 

2222 Address of Patent Owner 

 

2223 Withdrawal of Attorney or Agent 

2224 Correspondence 

2225 Untimely Paper Filed Prior to Order 

2226 Initial Processing of Request for Ex Parte Reexamination 

2227 Incomplete Request for Ex Parte Reexamination  

 A.   Discovery of Non-Compliance with Filing Date Requirement(s) Prior to Assigning a 
 Filing Date  

  1.   Notice of Failure to Comply with Reexamination Request Filing Requirement  

  2.   Failure to Remedy Defect(s) in “Notice of Failure to Comply with Ex Parte  

  Reexamination Request Filing Requirements” 
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 B.   Non-Compliance with Filing Date Requirement(s) Discovered After Initial Issuance of 
 Notice of Reexamination Request Filing Date  

  1.   Decision Vacating Filing Date 

  2.   Failure to Remedy Defect in Decision Vacating Filing Date 

2229 Notice of Request for Ex Parte Reexamination in Official Gazette 

2230 Constructive Notice to Patent Owner 

2231 Processing of Request Corrections 

2232 Public Access  

2232.01 Determining if a Reexamination Request Was Filed for a Patent 

 A.    Using the Internet 

 B.   Using the USPTO Intranet 

2233 Processing in Central Reexamination Unit and Technology Center 

2234 Entry of Amendments 

2235 Record Systems 

2236 Assignment of Reexamination 

 I.   EXAMINER ASSIGNMENT POLICY 

 II.   CONSEQUENCES OF INADVERTENT ASSIGNMENT TO AN “ORIGINAL 

 EXAMINER” 

2237 Transfer Procedure 

2238 Time Reporting 

2239 Reexamination Ordered at the Director’s Initiative 

2240 Decision on Request 

 I.   REQUEST FOR REEXAMINATION OF THE PATENT AFTER REISSUE OF THE 

 PATENT 

 II.   SECOND OR SUBSEQUENT REQUEST FILED DURING REEXAMINATION 

2241 Time for Deciding Request 

2242 Criteria for Deciding Request 
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 I.   SUBSTANTIAL NEW QUESTION OF PATENTABILITY 

 II.   POLICY IN SPECIFIC SITUATIONS 

  A.   Prior Favorable Decisions by the U.S. Patent and Trademark Office (Office)  

  on the Same or Substantially Identical Prior Art in Relation to the Same Patent. 

  B.   Prior Adverse Decisions by the Office on the Same or Substantially Identical  

  Prior Art in the Same Patent. 

  C.   Prior Adverse Reissue Application Final Decision by the Director of the  

  USPTO or the Board Based Upon Grounds Other Than Patents or Printed  

  Publications. 

  D.   Prior Favorable or Adverse Decisions on the Same or Substantially Identical  

  Prior Art Patents or Printed Publications in Other Cases not Involving the Patent. 

 III.   POLICY WHERE A FEDERAL COURT DECISION HAS BEEN ISSUED ON THE 

 PATENT 

  A.   Final Holding of Validity by the Courts. 

  B.   Nonfinal Holding of Invalidity or Unenforceability by the Courts. 

  C.   Final Holding of Invalidity or Unenforceability by the Courts. 

2243 Claims Considered in Deciding  Request 

2244 Prior Art on Which the Determination Is Based 

2245 Processing of Decision 

2246 Decision Ordering Reexamination 

 I.   PROCESS OF PREPARING THE DECISION ON THE REQUEST 

 II.   SEEKING REVIEW OF A FINDING OF A SUBSTANTIAL NEW QUESTION OF 

 PATENTABILITY IN EX PARTE REEXAMINATION PROCEEDINGS 

 III.   PRIOR ART SUBMITTED AFTER THE ORDER 

2247 Decision on Request for Reexamination, Request Denied  

2247.01 Examples of Decisions on Request for Reexamination 

2248 Petition From Denial of Request 

2249 Patent Owner’s Statement 

2250 Amendment by Patent Owner  
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 I.   MANNER OF MAKING AMENDMENTS IN REEXAMINATION PROCEEDINGS 

  A.   The Specification 

  B.   The Claims 

  C.   The Drawings 

  D.   Form Paragraphs - Ex Parte Reexamination 

  E.   Form Paragraphs - Inter Partes Reexamination 

 II.   ALL CHANGES ARE MADE VIS-A-VIS THE PATENT BEING REEXAMINED 

 III.   AMENDMENT AFTER THE PATENT HAS EXPIRED 

 IV.   EXAMPLES 

 V.   CROSS REFERENCES TO OTHER AREAS 

2250.01 Correction of Patent Drawings 

2250.02 Correction of Inventorship 

2250.03 Fees for Adding Claims and for Filing a Petition 

 I. Fees for adding claims 

2251 Reply by Third Party Requester 

2252 Consideration of Statement and Reply 

2253 Consideration by Examiner 

2254 Conduct of Ex Parte Reexamination Proceedings 

2255 Who Reexamines 

2256 Prior Art Patents and Printed Publications Reviewed by Examiner in Reexamination 

2257 Listing of Prior Art 

2258 Scope of Ex Parte Reexamination  

 I.   PRIOR ART PATENTS OR PRINTED PUBLICATIONS, AND DOUBLE PATENTING 

  A.   Previously Considered Prior Art Patents or Printed Publications 

  B.   Matters Other Than Patents or Printed Publications  

  C.   Intervening Patents or Printed Publications 
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  D.   Double Patenting 

  E.   Affidavits or Declarations or Other Written Evidence 

  F.   Admissions; Use of Admissions  

   1.   Initial Reexamination Determination and Order 

   2.   Reexamination Ordered, Examination on the Merits 

  G.   Claim Interpretation and Treatment 

 II.   COMPLIANCE WITH 35 U.S.C. 112 

  A.   35 U.S.C. 112 Issues To Be Considered 

  B.   New Matter 

  C.   Amendment of the Specification 

 III.   CLAIMS IN PROCEEDING MUST NOT ENLARGE SCOPE OF THE CLAIMS OF 

 THE PATENT 

  A.   Criteria for Enlargement of the Scope of the Claims 

  B.   Amendment of the Specification 

  C.   Rejection of Claims Where There Is Enlargement 

 IV.   OTHER MATTERS  

  A.   Patent Under Reexamination Subject of a Prior Office or Court Decision 

  B.   “Live” Claims That Are Reexamined During Reexamination 

  C.   Restriction Not Proper in Reexamination 

  D.   Ancillary Matters 

  E.   Claiming Foreign and Domestic Priority in Reexamination 

  F.    Correction of Inventorship 

  G.   Affidavits in Reexamination 

  H.    Issues Not Considered in Reexamination 

  I.   Request for Reexamination Filed on Patent After It Has Been Reissued 

  J.   No Preissuance Submissions 
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2258.01 Use of Previously Cited/Considered Art in Rejections 

2258.02   Claiming Foreign Priority and Domestic Benefit in Reexamination 

 I.  FOREIGN PRIORITY 

  A.  Claim Made Before Patent Granted; Certified Copy Needed to Perfect Priority 

  B.  Submitting for the First Time Both the Claim for Foreign Priority and the  

  Certified Copy 

   1.  Application Which Became Patent to be Reexamined Filed On or After 

   September 16, 2012 

   2.  Application Which Became Patent to be Reexamined Filed Before  

   September 16, 2012 

  C.  Restoring Right of Foreign Priority Where the Filing of the Subsequent  

  Application Was Delayed 

 II.  DOMESTIC BENEFIT 

  A.  Claiming Benefit under 35 U.S.C. 120 

   1.  Application Which Became Patent to be Reexamined Filed On or After 

   September 16, 2012 

   2.  Application Which Became Patent to be Reexamined Filed Before  

   September 16, 2012 

  B.  Claiming Benefit under 35 U.S.C. 119(e) 

   1.  Application Which Became Patent to be Reexamined Filed On or After 

   September 16, 2012 

   2.  Application Which Became Patent to be Reexamined Filed Before  

   September 16, 2012 

  C.  Restoring the Benefit of a Provisional Application Where the Filing of the  

  Application Which Became the Patent to be Reexamined Was Delayed 

2259 Res Judicata and Collateral Estoppel in Reexamination Proceedings 

2260 Office Actions  

2260.01 Dependent Claims 

2261 Special Status for Action 

2262 Form and Content of Office Action 
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 I.   PROCESS OF PREPARING THE ACTION 

 II.   SAMPLE OFFICE ACTION 

2263 Time for Response 

2264 Mailing of Office Action 

2265 Extension of Time 

 I.   FINAL ACTION — TIME FOR RESPONSE 

 II.   EXTENSIONS OF TIME TO SUBMIT AFFIDAVITS AFTER FINAL REJECTION 

2266 Responses  

2266.01 Submission Not Fully Responsive to Non-Final Office Action 

2266.02 Examiner Issues Notice of Defective Paper in Ex Parte Reexamination 

2266.03 Service of Papers 

2267 Handling of Inappropriate or Untimely Filed Papers 

 I.   DISPOSITION OF PAPERS 

 II.   TYPES OF PAPERS RETURNED WITH DIRECTOR OF THE USPTO OR CRU/TC 

 DIRECTOR’S APPROVAL REQUIRED 

 III.   TYPES OF DEFECTIVE PAPERS TO BE RETAINED IN THE “REEXAMINATION 

 FILE” 

 IV.   PAPERS LOCATED IN THE “STORAGE FILE” 

2268 Petition for Entry of Late Papers for Revival of Reexamination Proceeding 

 I.   PETITION BASED ON UNAVOIDABLE DELAY 

 II.   PETITION BASED ON UNINTENTIONAL DELAY 

 III.   RENEWED PETITION 

 IV.   FURTHER DISCUSSION OF THE PETITION REQUIREMENTS 

2269 Reconsideration 

2270 Clerical Handling 

2271 Final Action  

 I.   PROCESS OF PREPARING THE ACTION 



Copyright © 2016 Intellectual Properties Enterprises, Inc  9 

 

 II.   FORM PARAGRAPHS 

 III.   ART CITED BY PATENT OWNER DURING PROSECUTION 

 IV.   SIGNATORY AUTHORITY 

2271.01 Panel Review 

 I.   MAKE-UP OF THE PANEL 

 II.   PANEL PROCESS 

 III.   WHAT THE CONFERENCE IS TO ACCOMPLISH 

 IV.   CONSEQUENCES OF FAILURE TO HOLD CONFERENCE 

2272 After Final Practice 

 I.   FINAL REJECTION — TIME FOR RESPONSE 

 II.   ACTION BY EXAMINER 

2273 Appeal in Ex Parte Reexamination 

2274 Appeal Brief 

 I.   AMENDMENT 

 II.   TIME FOR FILING APPEAL BRIEF 

 III.   EXTENSION OF TIME FOR FILING APPEAL BRIEF 

 IV.   FAILURE TO TIMELY FILE APPEAL BRIEF 

 V.   REQUIREMENTS FOR THE APPEAL BRIEF 

 VI.   SEEKING REVIEW OF A FINDING OF A SUBSTANTIAL NEW QUESTION OF 

 PATENTABILITY 

 VII.   DEFECTIVE APPEAL BRIEF 

2275 Examiner’s Answer 

2276 Oral Hearing 

2277 Board Decision 

2278 Action Following Decision 

2279 Appeal to Courts 
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2280  Information Material to Patentability in Reexamination Proceeding Filed under  

35 U.S.C. 302 

2281 Interviews in Ex Parte Reexamination Proceedings 

2282 Notification of Existence of Prior or Concurrent Proceedings and Decisions Thereon 

2283 Multiple Copending Ex Parte Reexamination Proceedings 

 I.   PROCEEDINGS MERGED 

 II.   WHEN PROCEEDING IS SUSPENDED 

 III.   MERGER OF REEXAMINATIONS 

 IV.   THE PROSECUTION STAGE, AFTER MERGER 

 V.   PROCEEDINGS NOT MERGED 

 VI.   FEES IN MERGED PROCEEDINGS 

 VII.   PETITION TO MERGE MULTIPLE COPENDING REEXAMINATION 

 PROCEEDINGS 

2284 Copending Ex Parte Reexamination and Interference Proceedings 

 I.   ATTEMPTING TO PROVOKE AN INTERFERENCE WITH A PATENT INVOLVED IN 

 A REEXAMINATION PROCEEDING 

 II.   MOTION/REQUEST TO SUSPEND INTERFERENCE PENDING THE OUTCOME 

 OF A REEXAMINATION PROCEEDING 

 III.   REQUEST FOR REEXAMINATION FILED DURING INTERFERENCE 

 IV.   INTERFERENCE DECLARED WHILE REEXAMINATION PROCEEDING IS 

 ONGOING 

 V.   PETITION TO STAY REEXAMINATION PROCEEDING BECAUSE OF 

 INTERFERENCE 

 VI.   ACTION IN INTERFERENCE FOLLOWING REEXAMINATION 

2285 Copending Ex Parte Reexamination and Reissue Proceedings 

 I.   TIME FOR MAKING DECISION ON MERGING OR STAYING THE PROCEEDINGS 

 II.   CONSIDERATIONS IN DECIDING WHETHER TO MERGE THE PROCEEDINGS 

 OR WHETHER TO STAY A PROCEEDING 
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  A.   Reissue About To Issue, Reexamination Requested. 

  B.   Reissue Pending, Reexamination Request Filed. 

  C.   Reexamination Proceedings Underway, Reissue Application Filed. 

 IV.   CONDUCT OF MERGED REISSUE APPLICATION AND REEXAMINATION 

 PROCEEDING 

 V.   PETITION TO MERGE REISSUE APPLICATION AND REEXAMINATION 

 PROCEEDING OR TO STAY EITHER OF THE TWO BECAUSE OF THE EXISTENCE 

 OF THE OTHER 

 VI.   FEES IN MERGED PROCEEDINGS 

2286 Ex Parte Reeexamination and Litigation Proceedings  

2286.01 Reexamination and Inter Partes Review Proceedings, Post-Grant Review, and 

Covered Business Method Patent Review 

 I.   COURT-ORDERED/ SANCTIONED REEXAMINATION PROCEEDING, LITIGATION 

 STAYED FOR REEXAMINATION, OR EXTENDED PENDENCY OF REEXAMINATION 

 PROCEEDING CONCURRENT WITH LITIGATION 

 II.   FEDERAL COURT DECISION KNOWN TO EXAMINER AT THE TIME THE 

 DETERMINATION ON THE REQUEST FOR REEXAMINATION IS MADE 

 III.   REEXAMINATION WITH CONCURRENT LITIGATION BUT ORDERED PRIOR TO 

 FEDERAL COURT DECISION 

 IV.   FEDERAL COURT DECISION ISSUES AFTER EX PARTE REEXAMINATION 

 ORDERED 

 V.   LITIGATION REVIEW AND APPROVAL 

 VI.   FEDERAL COURT DECISION CONTROLLING IN REEXAMINATION 

 PROCEEDING 

2287  Conclusion of Ex Parte Reexamination Proceeding 2287.01-Examiner Consideration of 

Submissions After a NIRC 

2287.01   Examiner Consideration of Submissions After a NIRC 

2288  Issuance of Ex Parte Reexamination Certificate 

2289  Reexamination Review 

2290  Format of Ex Parte Reexamination Certificate 

 



Copyright © 2016 Intellectual Properties Enterprises, Inc  12 

 

2291  Notice of Ex Parte Reexamination Certificate Issuance in Official Gazette 

2292  Distribution of Certificate 

2293  Intervening Rights 

2294  Concluded Reexamination Proceedings 

2295  Reexamination of a Reexamination 

 I.   PRIOR REEXAMINATION MATURES TO CERTIFICATE WHILE LATER 

 REEXAMINATION IS PENDING 

 II.   PATENT OWNER’S SUBMISSION OF AMENDMENTS 

2296  USPTO Forms To Be Used In Ex Parte Reexamination 


