Chapter 1800: Patent Cooperation Treaty
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1817

Basic Patent Cooperation Treaty (PCT) Principles

I. MAJOR CONCEPTS OF THE PCT

II. RECEIVING OFFICE (RO)

[ll. INTERNATIONAL SEARCHING AUTHORITY (ISA)

IV. INTERNATIONAL BUREAU (IB)

V. DESIGNATED OFFICE (DO) and ELECTED OFFICE (EO)

VI. INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY (IPEA)
PCT Definitions
Reservations Under the PCT Taken by the United States of America
Where To File an International Application
Agent or Common Representative and General Power of Attorney

I. “GENERAL” POWER OF ATTORNEY

IIl. WAIVER OF REQUIREMENT FOR A POWER OF ATTORNEY
Change in or Revocation of the Appointment of an Agent or a Common Representative
Filing Date Requirements
Elements of the International Application

PCT Member States

1817.01 Designation of States in International Applications Having an International Filing Date
On or After January 1, 2004

1817.01(a) Designation of States and Precautionary Designations in International Applications
Having an International Filing Date Before January 1, 2004

1817.02 Continuation or Continuation-in-Part Indication in the Request
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Earlier Search
Signature of Applicant
The Request

The Description

1823.01 Reference to Deposited Biological Material
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1823.02 Nucleotide and/or Amino Acid Sequence Listings, and Tables Related to Sequence
Listings

. REQUIREMENTS FOR SEQUENCE LISTINGS

II. QUALIFYING FOR POTENTIALLY REDUCED BASIC FEE BY FILING SEQUENCE
LISTING AND/OR TABLES ON COMPACT DISC RATHER THAN ON PAPER

A. Guidelines on Qualifying for Potentially Reduced International Filing Fee
Under PCT Administrative Instructions Section 803

1. What To Submit

(@) Complete International Application With Sequence Listing
Part and/or Tables Part on Electronic Media

(b) Compact Disc Transmittal Sheet for Submission of Sequence
Listing and/or Tables to the United States Receiving Office Under
PCT Administrative Instructions - Part 8.

2. Where To Submit

(a) United States Postal Service (Express Mail, Priority Mail, First
Class Mail, etc.)

(b) Hand-Carried or by Private Delivery Service
1824 The Claims
1825 The Drawings
1826 The Abstract
1827 Fees
1827.01 Refund of International Application Fees
1828 Priority Claim and Document
1828.01 Restoration of the Right of Priority
1830 International Application Transmittal Letter
1832 License Request for Foreign Filing Under the PCT
1834 Correspondence

I. NOTIFICATION UNDER PCT RULE 92.1(b) OF DEFECTS WITH REGARD TO
CORRESPONDENCE

. CORRESPONDENCE ADDRESS
lll.  FILING OF CORRESPONDENCE BY MAIL

1834.01 Use of Telegraph, Teleprinter, Facsimile Machine
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1834.02 Irregularities in the Mail Service
1836 Rectification of Obvious Mistakes
1840 The International Searching Authority

I. TRANSMITTAL OF THE SEARCH COPY TO THE INTERNATIONAL SEARCHING
AUTHORITY

II. THE MAIN PROCEDURAL STEPS IN THE INTERNATIONAL SEARCHING
AUTHORITY

. COMPETENT INTERNATIONAL SEARCHING AUTHORITY
1840.01 The European Patent Office as an International Searching Authority
I. SUBJECT MATTER THAT WILL NOT BE SEARCHED BY THE EPO
A. Field of Biotechnology

B. Field of Business Methods
C. Declaration Under PCT Article 17(2)(a)(i)
Il. FEES FOR SERVICES OF THE ISA/EP
1840.02 The Korean Intellectual Property Office as an International Searching Authority
1842 Basic Flow Under the PCT
. MEASURING TIME LIMITS UNDER THE PCT
II. INTERNATIONAL FILING DATE

. ESTABLISHMENT OF THE INTERNATIONAL SEARCH REPORT AND WRITTEN
OPINION OF THE INTERNATIONAL SEARCHING AUTHORITY

IV. INTERNATIONAL PUBLICATION
V. DEADLINE FOR FILING THE DEMAND

VI. DEADLINE FOR FILING COPY, TRANSLATION, AND FEE IN NATIONAL STAGE
OFFICES

A. National Stage Entry Following PCT Chapter |
B. National Stage Entry Following PCT Chapter Il
1843 The International Search
1843.01 Prior Art for Chapter | Processing
1843.02 Certain Subject Matter Need Not Be Searched

1843.03 No Search Required if Claims Are Unclear
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1843.04 Procedure for Claims Not Required To Be Searched and for Claims That Are Unclear

1843.05 Time Limit for Establishing the International Search Report and the Written Opinion of
the International Searching Authority

1844 The International Search Report
1844.01 Preparing the International Search Report (Form PCT/ISA/210)
1845 Written Opinion of the International Searching Authority

1845.01 Preparing the Written Opinion of the International Searching Authority (Form
PCT/ISA/237)

1845.02 Notification of Transmittal of the International Search Report and the Written Opinion
of the International Searching Authority, or the Declaration (Form PCT/ISA/220)

1846 Sections of the Articles, Regulations, and Administrative Instructions Under the PCT
Relevant to the International Searching Authority

1848 Sequence Listings and Tables Related to Sequence Listings
1850 Unity of Invention Before the International Searching Authority
. THE REQUIREMENT FOR “UNITY OF INVENTION”
[I. DETERMINATION OF “UNITY OF INVENTION”
lll. ILLUSTRATIONS OF PARTICULAR SITUATIONS
A. Combinations of Different Categories of Claims
B. “Markush Practice”
C. Intermediate and Final Products
IV. SEARCH OF ADDITIONAL INVENTIONS WITHOUT PAYMENT OF FEES
V. INVITATION TO PAY ADDITIONAL FEES
VI. PREPARATION OF THE INVITATION TO PAY ADDITIONAL FEES
VIl. AUTHORIZED OFFICER
VIll. TELEPHONIC UNITY PRACTICE
X. PROTEST PROCEDURE
Xl. NOTIFICATION OF DECISION ON PROTEST
Xll. AUTHORIZED OFFICER
X, UNITY OF INVENTION - NUCLEOTIDE SEQUENCES

1851 Identification of Patent Documents
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1852 Taking Into Account Results of Earlier Search(es)

1853 Amendment Under PCT Atrticle 19

1857 International Publication

1857.01 Prior Art Effect of the International Publication

1859 Withdrawal of International Application, Designations, or Priority Claims

1860 International Preliminary Examination Procedure for Applications Having an International
Filing Date On or After January 1, 2004

1860.01 International Preliminary Examination Procedure for Applications Having an
International Filing Date Before January 1, 2004

1862 Agreement With the International Bureau To Serve as an International Preliminary
Examining Authority

1864 The Demand and Preparation for Filing of Demand
1864.01 Amendments Filed Under PCT Atrticle 34
1864.02 Applicant’s Right To File a Demand
1864.03 States Which May Be Elected
1864.04 Agent’s Right To Act
1865 Filing of Demand
1865.01 The European Patent Office as an International Preliminary Examining Authority
I. FIELD OF BIOTECHNOLOGY
Il. FIELD OF BUSINESS METHODS
lll. FIELD OF TELECOMMUNICATION
1866 Filling in of Headings on Chapter Il Forms
1867 Preliminary Examination Fees
1868 Correction of Defects in the Demand
1869 Notification to International Bureau of Demand
1870 Priority Document and Translation Thereof

1871 Processing Amendments Filed Under Article 19 and Article 34 Prior to or at the Start of
International Preliminary Examination in International Applications Having an International Filing
Date On or After January 1, 2004

1871.01 Processing Amendments Filed Under Article 19 and Article 34 Prior to or at the Start of
International Preliminary Examination in International Applications Having an International Filing
Date Before January 1, 2004
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1872 Auvailability of the International Application File for International Preliminary Examination
by the Examining Corps

1874 Determination if International Preliminary Examination Is Required and Possible
1875 Unity of Invention Before the International Preliminary Examining Authority
1875.01 Preparation of Invitation Concerning Unity
I. INVITATION TO RESTRICT OR PAY ADDITIONAL FEES
IIl. AUTHORIZED OFFICER
lll. TELEPHONIC RESTRICTION PRACTICE
1875.02 Reply to Invitation Concerning Lack of Unity of Invention
I. NOTIFICATION OF DECISION ON PROTEST
II. NOTIFICATION
lll. AUTHORIZED OFFICER
1876 Notation of Errors and Informalities by the Examiner
1876.01 Request for Rectification and Notification of Action Thereon
I. NOTIFICATION OF DECISION CONCERNING REQUEST FOR RECTIFICATION
IIl. NOTIFICATION
lll. AUTHORIZED OFFICER

1877 Nucleotide and/or Amino Acid Sequence Listings During the International Preliminary
Examination

1878 Preparation of the Written Opinion of the International Preliminary Examining Authority in
International Applications Having an International Filing Date On or After January 1, 2004

1878.01 Preparation of the Written Opinion in International Applications Having an International
Filing Date Before January 1, 2004

1878.01(a) Prior Art for Purposes of the Written Opinion and the International Preliminary
Examination Report

1878.01(a)(1) Novelty for Purposes of the Written Opinion and the International Preliminary
Examination Report

1878.01(a)(2) Inventive Step for Purposes of the Written Opinion and the International
Preliminary Examination Report

1878.01(a)(3) Industrial Applicability for Purposes of the Written Opinion and the International
Preliminary Examination Report

1878.02 Reply to the Written Opinion of the ISA or IPEA
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1879 Preparation of the International Preliminary Examination Report

1879.01 Time Limit for Preparing Report in International Applications Having an International
Filing Date On or After January 1, 2004

1879.01(a) Time Limit for Preparing Report in International Application Having an International
Filing Date Before January 1, 2004

1879.02 Transmittal of the International Preliminary Examination Report
1879.03 Translations

1879.04 Confidential Nature of the Report

1880 Withdrawal of Demand or Election

1881 Receipt of Notice of Election and Preliminary Examination Report by the United States
Patent and Trademark Office

1893 National Stage (U.S. National Application Filed Under 35 U.S.C. 371)
1893.01 Commencement and Entry

1893.01(a) Entry via the U.S. Designated or Elected Office

1893.01(a)(1) Submissions Required by 30 Months from the Priority Date
1893.01(a)(2) Article 19 Amendment (Filed With the International Bureau)

1893.01(a)(3) Article 34 Amendments (Filed with the International Preliminary Examining
Authority)

1893.01(c) Fees

1893.01(d) Translation

1893.01(e) Oath/Declaration

1893.02 Abandonment

1893.03 Prosecution of U.S. National Stage Applications Before the Examiner
1893.03(a) How To Identify That an Application Is a U.S. National Stage Application
1893.03(b) The Filing Date of a U.S. National Stage Application

1893.03(c) The Priority Date, Priority Claim, and Priority Papers for a U.S. National Stage
Application

|. RIGHT OF PRIORITY UNDER 35 U.S.C. 119 (a) and 365 (b)

Il. THE CERTIFIED COPY

Ill. BENEFIT CLAIM UNDER 35 U.S.C. 119 (e), OR 120 AND 365 (c)
1893.03(d) Unity of Invention
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1893.03(e) Documents Received from the International Bureau and Placed in a U.S. National
Stage Application File

I. THE PUBLICATION OF THE INTERNATIONAL APPLICATION

II. THE INTERNATIONAL PRELIMINARY EXAMINATION REPORT AND THE
INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY (CHAPTER | AND II)

lll. THE PRIORITY DOCUMENT
IV. NOTIFICATION OF WITHDRAWAL
1893.03(e)(1) Title of the Invention
1893.03(f) Drawings and PCT Rule 11
1893.03(g) Information Disclosure Statement in a National Stage Application

1895 A Continuation, Divisional, or Continuation- in- Part Application of a PCT Application
Designating the United States

1895.01 Handling of and Considerations in the Handling of Continuations, Divisions, and
Continuations-In-Part of PCT Applications

1896 The Differences Between a National Application Filed Under 35 U.S.C. 111(a) and a
National Stage Application Submitted Under 35 U.S.C. 371

l. FILING DATE
Il. EFFECTIVE DATE AS A REFERENCE

. 35 U.S.C. 119 (a)-(d) AND 365 (b) PRIORITY REQUIREMENTS
IV. UNITY OF INVENTION

V. FILING FEES

VI. REFERENCE TO APPLICATION IN DECLARATION
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